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THERE HAS BEEN MUCH ADO lately about 
In re Seagate Technology, LLC, and the 
Federal Circuit’s en banc holding that, 
in order to fi nd willful infringement of a 
patent, the accused infringer must have 
acted with “objective recklessness” rather 
than merely having failed to meet a stan-
dard of “due care” (which, in practice, had 
become more like a negligence standard).1 
Although the Seagate court also held that 
there is no affi rmative obligation to obtain 
an opinion from patent counsel,2 such 
patent opinions remain valuable tools for 
avoiding patent disputes. In addition to 
providing an advice of counsel defense 
to willful infringement should a patent 
dispute arise, a patent opinion also can 
provide a defense to a charge of active 
inducement of infringement.

INDIRECT INFRINGEMENT BY 
ACTIVE INDUCEMENT

A patent may be infringed directly 
or indirectly. For the type of indirect 

infringement known as active induce-
ment of infringement,3 liability may 
arise where the defendant induces a third 
party to use the product in a way that 
would infringe the patent. This type of 
indirect infringement often arises when 
patent claims for a method or system are 
asserted against medical devices, com-
puters, or electronics. For example, a 
patent claiming a new method of using a 
medical device such as a catheter may be 
indirectly infringed by a catheter that is 
sold with instructions describing how to 
use the catheter in a manner that would 
be covered by that patented method.

In the 1990 case Manville Sales Corp. 
v. Paramount Systems, Inc., the Federal 
Circuit considered whether a corpo-
rate offi cer of Paramount could be held 
personally liable for the direct infringe-
ment of the corporation under a theo-
ry of active inducement.4 The Federal 
Circuit held that the offi cer was not 
liable for active inducement of infringe-
ment because the defendant must possess 
“specifi c intent to encourage another’s 
infringement and not merely that the 
defendant had actual knowledge of the 
acts alleged to constitute infringement.”5 
In addition, “the plaintiff has the burden 
of showing that the alleged infringer’s 
actions induced infringing acts and that 
he knew or should have known that his 
actions would induce actual infringe-
ments.”6 Thus, to prove active induce-
ment of infringement, the plaintiff has 
the burden of showing that there has 
been direct infringement by another, 
that the defendant’s actions induced 
those infringing acts, and that the defen-
dant knew or should have known his 
actions would induce actual infringe-
ments.7 Manville’s corporate offi cers had 

a “good faith belief” based on advice of 
counsel that Paramount’s product was 
not infringing the patent-in-suit, and 
the Federal Circuit reversed the dis-
trict court’s holding of personal liability 
against the offi cers because there was no 
compelling evidence that the offi cers 
had a specifi c intent to cause another to 
infringe the patent.8

In other cases that did not involve the 
personal liability of a corporate offi cer, 
however, the Federal Circuit had noted 
that only “proof of actual intent to cause 
the acts which constitute infringement 
is a necessary prerequisite to fi nding 
active inducement.”9 A specifi c intent 
to cause infringement of the patent was 
not required—an intent to cause the 
specifi c acts that happened to result in 
direct infringement was suffi cient in 
these cases.

RESOLVING THE REQUISITE 
INTENT FOR ACTIVE 
INDUCEMENT

In 2006, the Federal Circuit addressed 
the level of intent required for active 
inducement of infringement (i.e., wheth-
er the requisite intent is to induce the 
specifi c acts of infringement, or addi-
tionally to cause the infringement) in 
DSU Medical Corp. v. JMS Corp., and 
resolved the issue en banc by follow-
ing the Manville Sales approach which 
required a specifi c intent to cause the 
infringement.10 The court held that an 
opinion of counsel may provide a defense 
against active inducement of infringe-
ment because the charge of indirect 
infringement requires that the accused 
infringer have the specifi c intent to cause 
another to directly infringe the patent.11 
The accused product in DSU was a 
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plastic needle guard resembling an open 
clam shell prior to use, where the two 
halves of the shell close around a needle 
assembly to form a guard during use.12 
The accused needle guards were manu-
factured in Asia in the open shell con-
fi guration and it was the manufacturer’s 
customer who later closed the guards 
around needle assemblies.13 Thus, there 
was no direct infringement by the manu-
facturer, and the Federal Circuit affi rmed 
a jury verdict of no active inducement 
of infringement where the manufacturer 
had relied on opinions of counsel to 
show that there was no intent to cause 
any patent infringement.14

Conversely, the lack of an opinion of 
counsel may be used as circumstantial 
evidence to show the intent to cause 
infringement required for active induce-
ment.15 In Broadcom Corp. v. Qualcomm, 
Inc., the Federal Circuit held that the 
failure to obtain an opinion of coun-
sel could be considered as circumstan-
tial evidence that the defendant knew 
or should have known that its actions 
would cause direct infringement.16 Here, 
the defendant had obtained opinions 
of counsel regarding patent invalidity, 
but did not waive those opinions.17 The 
Federal Circuit upheld the jury’s verdict 
of active inducement of infringement, 
and stated that the district court properly 
excluded the opinions from the evidence 
in light of the defendant’s decision not to 
waive privilege.18 Thus, the absence of an 
exculpatory opinion of counsel may be 
considered as circumstantial evidence of 
the requisite intent to support a charge of 
active inducement of infringement.

In Abraxis Bioscience, Inc., v. Navinta, 
LLC, a district court recently went fur-
ther and held that the failure to obtain 
a legal opinion is “strong circumstan-
tial evidence” that the defendant had 
encouraged the infringement.19 One of 
Abraxis’ patents-in-suit claimed a phar-
maceutically acceptable salt of ropiva-
caine “at a concentration of less than 

0.25% by weight.”20 Navinta’s package 
insert for its ropivacaine-based product 
included references to its use in labor and 
delivery, which “is only FDA-approved 
at concentrations of 0.2% or below.”21 
Navinta had not obtained an opinion of 
counsel relating to its possible infringe-
ment of Abraxis’ patents, and the court 
relied on this fact as additional evidence 
of “Navinta’s active encouragement of 
infringement.”22

Even though there is no affi rmative 
obligation to obtain an opinion of pat-
ent counsel,23 these cases illustrate the 
value of having an opinion of counsel 
to rely upon when active inducement of 
infringement is at issue. A defendant who 
obtains but does not disclose an opinion, 
however, may wind up in the same posi-
tion as the defendant who had never 
sought or obtained an opinion from pat-
ent counsel, at least with respect to active 
inducement of infringement.24 Although 
the decision to waive the attorney-client 
privilege for an advice of counsel defense 
is not to be taken lightly, it is advanta-
geous to have the option of relying on 
an opinion of counsel when defending 
against a charge of active inducement of 
infringement.

THE COMPETENCY OF THE 
OPINION

Another important issue that arises 
in connection with an advice of counsel 
defense is whether the opinion of coun-
sel is competent.25 The case law regarding 
the competency of an opinion of counsel 
was developed mostly within the context 
of willful infringement, but the same 
considerations should apply for active 
inducement of infringement as well.

Factors to consider in determining 
whether an opinion is competent include: 
(1) whether counsel examined the patent 
fi le history; (2) whether the opinion 
was oral or written; (3) the objectivity 
of the opinions; (4) whether the attor-
ney rendering the opinion was a patent 

attorney; (5) whether the opinion was 
detailed or merely conclusory; and (6) 
whether material information was with-
held from the attorney.26 In general, the 
opinion of counsel is viewed objectively 
to determine whether it was obtained 
in a timely manner, whether counsel 
analyzed the relevant facts and explained 
the conclusions in light of the applicable 
law, and whether the opinion warranted 
a reasonable degree of certainty that the 
infringer has the legal right to conduct 
the infringing activity.27

Patent law is a specialized area of law, 
and having a registered patent attorney 
provide the opinion of counsel will help 
assure that competent legal advice is 
given.28 Using an outside patent attor-
ney, preferably from a law fi rm other 
than trial counsel, to provide the patent 
opinion also may help limit the scope 
of waiver associated with relying on an 
advice of counsel defense. As a gen-
eral proposition, disclosing an opinion 
of patent counsel does not constitute a 
waiver of the attorney-client privilege or 
work product immunity with respect to 
trial counsel.29 But In re Seagate also held 
that the courts have the discretion to 
extend the waiver to trial counsel where 
the party or counsel engages in “chi-
canery.”30 Therefore, respective counsel 
should exercise caution to avoid the 
appearance of impropriety or otherwise 
cast doubt on the independence and 
objectivity of patent counsel.

CONCLUSION

Although there is no affi rmative legal 
duty to obtain an opinion of counsel, 
it remains a good business practice to 
obtain competent patent opinions dur-
ing product development. Such opinions 
assist companies in assessing their free-
dom to operate and help avoid patent 
disputes. In addition, should a patent 
dispute arise, and the accused infring-
er chooses to waive the attorney-client 
privilege, a competent patent opinion 
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may provide an effective advice of coun-
sel defense against a charge of willful 
infringement and avoid a punitive award 
of trebled damages if patent infringe-
ment is found. And, if active inducement 
is the only infringement claim, then a 
competent patent opinion may provide 
a defense against that charge of indirect 
infringement. Moreover, the failure to 
obtain a patent opinion can be used as 
circumstantial evidence of intent for 
active inducement of infringement. �
The views expressed in this article are per-
sonal to the author and do not necessarily 
refl ect the views of the author’s fi rm, the 
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organization, or client.
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